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This is a communication from the examiner in charge of your application 
COMMISSIONER OF PATENTS AND TRADEMARKS 

OFFICE ACTION SUMMARY 

□ Responsive to communication (s) filed on 



□ This action is FINAL. 

D f!^ 15 apP ^!!° n iS !". condit ! on for allowance except for formal matters, prosecution as to the merits Is closed in 
accordance with the practice under Ex parte Ouayle, 1935 D.C. 11; 453 O.G. 213. 

A shortened statutory period for response to this action is set to expire &T^^ month(s) or thirty davs 

^7 l S IO ? 9 k' fr ° m th ! m f 09 date of this communication. Failurelo respondwrth in the period for response will cause 
M36(a) 6 aband ° ned (35 U S C - § 1 33 >* Extensions of time ™V be obtained under the provisions of 37 CFR 

Disposition of Claims 

Claim(s) /-// 



Js/are pending in the application. 



Of the above, claim(s) . , u .. 7. 

. , x 1 ' . . is/are withdrawn from consideration. 

Claim s) . t H 

□ . , v . . is/are allowed, 
Claim(s) . , 

□ ■ _is/are rejected. 
Claims - — 

HrClaimfs) TTTT" " " ' objected to. 

1 ' i~*t( _ are subject to restriction or election requirement. 

Application Papers 

□ See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948 

□ The drawing(s) filed on _ is/are objected tQ by ^ 

□ The proposed drawing correction, filed on is □ approved □ disapproved 

|_J The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 

□ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d). 

□ All □ Some* □ None of the CERTIFIED copies of the priority documents have been 
til received. 

□ received in Application No. (Series Code/Serial Number) 

□ received in this national stage application from the International Bureau (PCT Rule 1 7.2(a)). 

*Certified copies not received: 

□ Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e). 
Attachment(s) 

□ Notice of Reference Cited, PTO-892 

□ Information Disclosure Statement(s), PTO-1449, Paper No(s). 

□ Interview Summary, PTO-41 3 

□ Notice of Draftperson's Patent Drawing Review, PTO-948 

□ Notice of Informal Patent Application, PTO-1 52 

X -SEE OFFICE ACTION ON THE FOLLOWING PAGES- 

COL-326 (Rev. 9/96) 

# U S GPO: 1996-4 2 1-83 2/40206 
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Part III! Detailed Office Artinn 
Restriction Requirement: 

1. Restriction to one of the following inventions is required under 35 U.S.C. 121: 

I. Claims 1 , 3, 5 and 7, drawn to assays involving determination of expression levels, 

classified in class 435, subclass 6. 
H. Claims 2, 4, 6 and 8, drawn to assays involving determination of protein activity, 

classified in class 435, subclass 7.1, for example, or dependent upon species. 
HI. Claims 9-11, drawn to methods of treatment or modulation of FSH influenced 

process or response, classification dependent upon species. 



The inventions are distinct, each from the other because: 

The methods of Inventions I -HI are separate and distinct, wherein each has different starting 
and ending points, involves different method steps, and uses or produces distinct products or results. 
Accordingly, each requires separate search, and restriction is proper. 

2. Regardless of which of the above inventions is elected, further restriction is required under 
35 U.S.C. 121: 

A. One specific gene selected from the 374 genes listed in Tables 1-3 must be 
elected. 

20 The inventions are distinct, each from the other because of the following reasons: 

Although there are no provisions under the section for "Relationship of Inventions" 
in M.P.E.P. § 806.05 for inventive groups that are directed to methods of using different 
products, restriction is deemed to be proper because these methods constitute patentably 
distinct inventions for the following reasons. Each of genes is unique and separately 
patentable, requiring a unique search of the prior art. Searching all of the genes in a single 
patent application would constitute an undue search burden on the examiner and the 
USPTO's resources because of the non-coextensive nature of these searches. 



-2- 



4 



Serial Number 09/854434 

Art Unit 1647 

Because these inventions are distinct for the reasons given above and have acquired 
a separate status in the art as shown by their different classification, restriction for 
examination purposes as indicated is proper. 

In order to be fully responsive, Applicant must elect one from Groups I - III, 
and one from Group A to be examined even though the requirement is traversed. 
Applicant is advised that neither I - III nor A are species election requirements; rather, 
each of I - III, and A is a restriction requirement. 



10 Advisory Information: 

Applicant is reminded that upon the cancellation of claims to a non-elected invention 
the inventorship must be amended in compliance with 37 CFR 1.48(b) if one or more of the 
currently named inventors is no longer an inventor of at least one claim remaining in the 

15 ntS IT^ ° f inventorshi P must be accompanied by a petition under 37 

3 1 - 48(b) and by the fee required under 37 CFR 1 . 1 7(1). 

Hi„w a H £7 ' nq • ify l c , on ° ernin 9 this communication or earlier communications from the Examiner should hp 
L. K»z, M 1%3)3?8°lS h *" ^ ml " 9 '^ to "">»^ful, Examiner* sup.,™. Dr. Gar, 

30 Office E SUBMITTED 80 a s to avoid the processing of duplicate papers in the 

9307 fafte^S "K^lSft ^ ^ be dir6Cted t0 (703) 872 " 9306 < be,ore final Action) or (703)872- 
9307 (after final). Faxed draft or informal communications with the examiner should be directed to (703) 746- 
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Lorraine Spector, 
Primary Examiner 
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